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Dear Sirs: 


In reply to the Examiner's Answer, mailed September 30, 2004, the undersigned 
submits this brief in triplicate for the Board's consideration of the appeal concerning the 
final rejection of claims 4-7 and 11-15 of the above-identified application. 
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Reply to Examinees Answer 

As discussed in the Appeal Brief, the final rejection of the claims should be 
reversed because the Examiner failed to make a prima facie case for obviousness of 
the claimed invention. Specifically, the Examiner failed to meet the requirement to 
identify any teaching or suggestion that would motivate a person of ordinary skill in the 
art to modify the teachings of the primary reference, Simmons, in the proposed manner 
to derive the claimed invention. 

in the Examiner's Answer, the Examiner repeated the final rejection, and 
responded to the arguments in the Appeal Brief regarding the lack of motivation by 
taking the position that: 

(1 ) only the shearing action is critical, 

(2) the claimed flush shutter is immaterial, and 

(3) the concept of cutting entirely through a workpiece to block the path of the 
strip of dunnage is within the realm of one of ordinary skill in the art. 1 

The first two positions are contradicted by the record, and the third is irrelevant to the 
central question of motivation. Thus even if these assertions are correct, they do not 
overcome the deficiencies in the rejection, and reversal of the rejection is again 
requested. 

With regard to the first item, if only the shearing action is critical in the claimed 
invention, since Simmons already discloses using a shearing action for cutting a strip of 
dunnage, the concept of using a shearing action to cut dunnage would not be enough 
to motivate the ordinary skilled person to look any further than the teachings of 

1 Examiner's Answer, last paragraph on page 4, through page 5. 
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Simmons, much less to combine the teachings of Simmons with either Wilhelm or 
Huston. 

Moreover, even though a shearing action was a feature of Simmons's cutting 
assembly, jamming did occur with such cutting devices. Appellants respectfully submit 
that more than shearing action is critical to the claimed invention. The shearing action 
does not address the jamming problem that led to the claimed shutter. The jamming 
problem is one that Simmons did not appear to recognize or take corrective action to 
address. 

Second, in the claimed shutter, having an upstream surface substantially flush 
with the upstream surface of the cutting blade is not immaterial. The flush surfaces 
actually do provide a material benefit. As stated in the present application, a shutter 
surface that is flush with a surface of the cutting blade is less likely to catch and allows 
the cut edge of the dunnage strip to easily slide as the cutting blade moves past it in 
either direction. 2 

Third, and finally, whether the ordinary skilled person had the skill to provide the 
claimed shutter (i.e., is "within the realm" of one of ordinary skill) is not in dispute - the 
issue is whether such a person would have been motivated to do so, and the Examiner 
still has not made the required case for why such a person would have been motivated 
to modify Simmons to include the claimed shutter. 

To support his position that Simmons suggests blocking the path of the dunnage, 
the Examiner cites Simmons's FIG. 5B1 . When the teachings of Simmons are 
considered in their entirety, however, it is clear that Simmons does not teach or suggest 


2 See specification, p. 12, lines 16-21. 
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the claimed shutter. Simmons discloses a cutting blade 72 but not the claimed shutter. 
FIG. 5B1 , shows the cutting blade 72 at a position that appears to be about halfway 
through a cut. Although the blade 72 does block the path of the stock material in these 
figures, the blade 72 has not cut entirely through the workpiece at the point in time 
illustrated in FIG. 5B1. 



FIG. 5B1 

In contrast, FIG. 4 shows the cutting blade at the end of its cutting stroke, where 
it clearly does not block the path of the strip. From FIG. 4 we can surmise that 



Simmons assumed that the cut end of the strip would not move, or if it does move, it 
does not create a problem. As noted in the background portion of the application, 
however, Appellant recognized that the resilient nature of the dunnage strip had led to 
the relaxation of the crumpled strip along its longitudinal axis, which allowed the cut end 
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of the strip to move forward and interfere with the return stroke of the cutting blade. 3 
Not only does Simmons fail to suggest the claimed shutter, but Simmons clearly does 
not recognize the problem that the shutter addresses. 

The secondary references fail to overcome Simmons's deficiencies. Wilhelm, for 
example, uses a heater in conjunction with the cutting blade to cut a heat sensitive 
transparent film sheet. As the cutting blade cuts through the heat sensitive sheet, the 
heat causes the cut edges to shrink away from the blade. Consequently, the ordinary 
skilled person would not consider the possibility that the cut material could interfere with 
and jam Wilhelm's cutting blade on a return stroke or that WilhelrrVs blade incorporated 
a shutter that was a desirable feature for preventing jamming or had any other features 
that would benefit Simmons's cutting blade. 

Moreover, considering the teachings of Wilhelm as a whole, it is respectfully 
submitted that the teachings of Wilhelm do not apply to Simmons's system. Wilhelm 
appears to teach the advantageousness of using a heater in conjunction with a knife 
blade to cut a heat sensitive film sheet while simultaneously using heat to seal the 
sheet to a food container over which the sheet is stretched. The undersigned cannot 
see how this would motivate an ordinary skilled person to modify Simmons's cushioning 
conversion machine. Further, Simmons both is critical of plastic packaging materials, 4 
and preferably uses kraft paper for conversion into a cushioning product, 5 thus the 
ordinary skilled person would not even consider applying the teachings of Wilhelm to 


3 See specification, p. 11, line 23 through p. 12, line 7. 
4 Simmons, col. 1, lines 17-35. 
5 Simmons, col. 4, lines 18-21. 
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Simmons. Accordingly, Wilhelm also fails to teach or suggest why it would be desirable 
to include the claimed flush surface for Simmons's cutting blade. 

The other secondary reference, Huston, also fails to provide a reason to add a 
shutter surface that is flush with a surface of the cutting blade. Huston discloses a 
cutting blade mounted in a forming tool 32 and supported by a shaft 37. The shaft 37 
forms a shoulder behind the cutting blade. After the point 42 of the knife pierces the 
stock material, the forward end of the shaft 37, and the shoulders thereof, continue to 
advance, forcing the severed ends of the stock material apart at both sides of the cut. 
The advancing shoulders also bend a tab 43 on each of the severed ends to 
mechanically lock the material together. 6 

Huston appears to teach away from the claimed flush surface by asserting that a 
shoulder should be provided for bending back the cut ends after the knife edge has cut 
the stock material. In other words, Huston does not teach or suggest any reason for 
modifying Simmons to include the claimed shutter with a surface that is flush with an 
upstream surface of Simmons's cutting blade. Moreover, even if a person of ordinary 
skill in the art combined the teachings of Simmons and Huston, the claimed invention 
would not result because Huston does not teach or suggest the claimed flush surface. 

For similar reasons, the method of claim 1 1 is neither disclosed nor suggested 
by Huston. Claim 1 1 positively recites the step of blocking the strip path to prevent 
movement of a cut end of the strip from moving behind the moving blade. Huston 
neither discloses nor suggests that blocking the path of the stock material is desirable, 
thus there is no reason why a person of ordinary skill in the art would modify Simmons 
in the proposed manner in view of Huston. 

6 See Huston, col. 7, lines 34-44. 
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Conclusion 

In view of the foregoing, it is respectfully submitted that the claims are patentable 
over the applied art and that the final rejection should be reversed. 


Respectfully submitted, 

RENNER, OTTO, BOISSELLE & SKLAR, LLP 



1621 Euclid Avenue 
Nineteenth Floor 
Cleveland, Ohio 44115 
(216) 621-1113 
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